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201 Types of Applications [R-11]

37 CFR 1.9 Definitions.

(a) A national application as used in this chapter means a U.S.
national application for patent which was either filed in the Office
under 35 U.S.C. 111 or which resulted from an international applica-
fion after compliance with 35 U.S.C. 371.

* (b) An international application as used in this chapter means an
international application for patent filed under the Patent Cooperation
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Treaty prior to entering national processing at the Designated Office
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>National applications (35 U.S.C. 111) vs. National
Stage applications (35 U.8.C.371)

Treatment of national applicatioas under 35U.S.C. 111 and
national stage applications under 35 U.S.C. 371 are similar but
not identical. Note the following examples:

(1) Restriction practice under MPEP § 806+ isapplied tona-
tional applications under 35 U.S.C. 111 while unity of invention
practice under MPEP § 1898.07(c) is applied to national stage
applications under 35 U.S.C. 371.

(2) National applications filed under 35 U.S.C. 111 without
anexecuted oath or declaration or filing fee are governed by the
notification practice set forth in 37 CFR 1.53(d) while national
stage applications filed under 35 U.S.C. 371 without an oath or
declaration or national stage fee must be completed within 22
months from the priority date as set forth in 37 CFR 1.494.

National patentapplications fall under three broad types: (1)
applications for patent under 35 U.S.C. 101 relating to a “new
and useful process, machine, manufacture, or composition of
matter, etc.”; (2) applications for plant patents under 35 U.S.C.
161; and (3) applications for design patents under 35 U.S.C.
171. The first type of patents are sometimes referred to as
“utility” patents or “mechanical” patents when being contrasted
with plant or design patents. The specialized procedure which
pertains to the examination of applications for design and plant
patents are treated in detail in Chapters 1500 and 1600, respec-
tively. National applications include original, plant, design,
reissue, divisional, and continuation >applications (which may
be filed under >37 CFR 1.53, 37 CFR< 1.60, >37 CFR< 1.62),
and continuation-in-part applications >(which may be filed
under 37 CFR 1.53 or 37 CFR 1.62)<.

201.01 Sole

An application wherein the invention is presented as that of
a single person is termed a sole application.

201.02 Joint

A joint applicationis one in which the invention is presented
as that of two or more persons.

201.03 >Correction of Inventorship in an<**
Application [R-11]

Correction of inventorship is permitted by amendmentunder
35US.C. 116.

As the statute, 35 U.S.C. 116, requires that a showing be
made that the inventorship error arose without any deceptive
intention, the Office policy as set forth in the notice, Patent and
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Trademark Office Implementation of 37 CFR 1.56, dated Sep-
tember 8, 1988, published in the Official Gazette on October 11,
1988 at 1095 0.G. 16, waiving inquiry in regard to the practice
of fraud on the Patent and Trademark Office or the attempt
thereof is not intended to waive inquiry as to any deceptive
intention on the part of the actual inventor(s) as set forth in 37
CFR 1.48(a).

37 CFR 148 Correction of inventorship

>(a)< If the correct inventor or inventors are not named in an ap-
plication for patent through error without any deceptive intention on
the part of the actual inventor or inventors, the application may be
amended to name only the actual inventor or inventors. Such amend-
ment must be diligently made and must be accompanied by (>a<¥) a
petition including a statement of facts verified by the original named
inventor or inventors establishing when the error without deceptive
intention was discovered and how it occurred; (>b<*) an oath or
declaration by each actual inventor or inventors as required by § 1.63;
(>c<*) the fee set forth in § 1.17(h); and (>d<*) the written consent of
any assignee. >When the application is involved in an interference, the
petition shall comply with the requirements of this section and shall be
accompanied by a motion under § 1.634.

(b) If the correct inventors are named in the application when filed
and the prosecution of the application results in the amendment or can-
cellation ef claims so thatless than all of the originally named inventors
are the actual inventors of the invention being claimed in the applica-
tion, an amendment shall be filed deleting the names of the person or
persons who are not inventors of the invention being claimed. The
amendment must be diligently made and shall be accompanied by:

(1).A petition including a statement identifying each named
inventor who is being deleted and acknowledging that the inventor’s
invention is no longer being claimed in the application, and

(2) The fee set forth in § 1.17(h).

(c) If an application discloses unclaimed subject matter by an
inventor or inventors not named in the application, the application may
be amended pursuant to paragraph (a) of this section o add claims to
the subject matter and name the correct inventors for the application.<

>37 CFR 1.48(a)<

Under »37 CFR 1.48(a)<*, if the correct inventor or inven-
tors are not named in an application for patent, the application
can be amended to name only the actual inventor or inventors so
long as the error in the naming of the inventor or inventors
occurred without any deceptive intention on the part of the
actual inventor or inventors. >37 CEFR 1.48 (a)<*, requires that
the amendment be diligently made and be accompanied by (1)
a petition including a statement of facts verified by the original
named inventor orinventors establishing when the error without
deceptive intention was discovered and how it occurred; (2) an
oath or declaration by each actual inventor or inventors as
required by »37 CFR< 1.63; (3) the fee set forth in »37 CFR<
1.17(h); and (4) the written consent of any assignee. Correction
will be permitted, if diligently requested, in cases where the
person originally named as inventor was in fact not the inventor
>or the sole inventor< of the subject matter >being claimed<¥**,
If such error occurred without any deceptive intention on the
partof the true inventor, the Office has the authority to substitute
the true >inventive entity<* for the erroneously named >inven-
tive entity<. ** Instances where corrections can be made in-
Rev. 11, Apr. 1989

MANUAL OF PATENT EXAMINING PROCEDURE

clude changes from: a mistaken sole inventor to a different but
actual sole inventor, ** a mistakenly identified sole inventor (o
different, but actual, joint inventors; >a sole inventor to joint
inventors to include the original sole inventor, erroneously
identified joint inventors to different but actal joint inven-
tors;<** emroneously identified joint inventors to a different,
but actual, sole inventor **, In each instance, however, the
Office must be assured of the presence of innocent error,
without deceptive intention on the part of the true inventor or
inventors, before permitting amendment.

The required “statement of the facts verified by all of the
original applicants” must include at the least, a recital of the
circumstances, including the relevant dates, of (1) the error in
naming the actual inventor or inventors and (2) the discovery of
the error. >For those situations where the error in inventorship
included the execution of an oath or declaration under 37 CFR
1.63 naming an improper inventive entity the verified state-
ments by the original named inventors who had so executed the
oath or declaration must explain whether they had reviewed and
understood the contents of the specification including the claims
as amended by any amendment specifically referred to in the
oath or declaration (as set forth in 37 CFR 1.63) and whether
they had reviewed the oath or declaration prior to its execution
and if so how the error had occurred in view of such reviews.<
Without such showing of circumstances, no basis exists for a
conclusion that the application had been made in the names of
the original sole or joint applicant(s) “through error and without
any deceptive intention”, and no foundation is supplied for a
ruling that the amendment to remove the names of those not
inventors or include those to be added as inventors was “dili-
gently made.”

On the matter of diligence, attention is directed to the
decision of the C.C.P.A. in Van Otteren v. Hafner, 757 O.G.
1026, 126 USPQ 151 (CCPA 1960). **

>Petitions under 37 CFR 1.48(a) are generally decided by
the primary examiner with the following exceptions:

- Innational applications filed under 35 U.S.C. 111,37CFR
1.53(d) wherein the petition has been filed prior to issuance of
the filing receipt in timely response to a Notice to File Missing
Parts of Application from Application Division {(decided by
Special Program Examiners in the Office of the Assistant
Commissioner for Patents)

- When the application is involved in an interference, MPEP
§ 2334 (decided by the Board of Patent Appeals and Interfer-
ences)

- In national stage applications filed under 35 U.S.C. 371
{decided by PCT Legal Examiners in the International Services
Division)

- When accompanied by a petition under 37 CFR 1.183 re-
questing waiver of a requirement under 37 CFR 1.48(a), gener-
ally the verified statement of facts by an original named inventor
(decided by the Petitions Examiner in the Office of the Deputy
Assistant Commissioner for Patenis)

- Any attempt to effect a second conversion under 37 CFR
1.48(a) (decided by the group director).

- All petitions under 37 CFR 1.48 where a question of decep-
tive intent has been raised (e.g., submission of an executed dec-
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laration under 37 CFR 1.63 where it is known at the time of its
execution and/or submission that the inventive entity set forth
therein is improper (decided by Special Program Examiners in
the Office of the Assistant Commissioner for Patents).

The provisions of 37 CFR 1.312 apply to petitions for
correction of inventorship after aliowance and before issue.
Where the petition is dismissed or is denied, the examiner must
determine whether a rejection under 35 U.S.C. 102(f) or (g) is
appropriate. If so, the application must be withdrawn from issue
and the rejection made.

When a typographical or transliteration error in the spelling
of an inventor’s name is discovered, a petition under 37 CFR
1.48(a) is not required, nor is a new oath or declaration under 37
CFR 1.63 needed. The Patent and Trademark Office should
simply be notified of the error and reference to the notification
paper will be made on the previously filed declaration by the
Office.

When any correction or change is effected, the file should be
sent to the Application Division for revision of its records and
the change should be noted on the original oath or declaration by
writing in red ink in the left column “See Paper No. __ for

* inventorship changes™.

Where a person is substituted, added or removed as an
inventor during the prosecution of an application before the

-Patent and Trademark Office, problems may occur upon appli-
cant claiming U.S. priority in a foreign filed case. Therefore,
examiners should acknowledge any addition or removal of
inventors made in accordance with the practice under 37 CFR
1.48 and include Form Paragraph 2.14 in the next communica-

" ~tion to applicant or his attorney. (Copy on page 200-6).

" The grant or denial of the petition may result in the loss of
inventorship overlap between a parent application and a con-
tinuing application and the consequent inability to claim benefit
in the continuing application of the parent application’s filing
date under 35 U.S.C. 120. Intervening references must then be
considered.

For correction of inventorship in apatent, see 37 CFR 1.324.

In cases when an inventor’s name has been changed after the
application has been filed, see MPEP § 605.04(c).

Applications filed under 37 CFR 1.53(b)

Applicants should note that it is Office practice to delay the
issuance of the filing receipt (which lists the inventive entity) in
applications filed under 37 CFR 1.53(b) when a petition under
37 CFR 1.48(a) has been filed until decision thereof. However,
Certification Branch will provide a certified copy of the appli-
cation as filed with the original named inventive entity prior to
the issuance of adecision on the petition by the Special Program
Unit, which copy may be sufficient for many foreign filed
applications claiming priority of the U.S. application’s filing
date.

The original named inventors for applications filed under 37
CFR 1.53(b) without an executed oath or declaration are those
named when filing the application such as in an accompanying
transmittal letter or unexecuted oath or declaration. The appli-
cgtion as filed must be executed by the original named inventors
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submitting a signed oath or declaration under 37 CFR 1.63 or if
an error was made in the original naming of the inventors,
correction is required by way of petition under 37 CFR 1.48(a).
If correction is required , the petition must be filed no later than
the maximum period to respond to the “Notice to File Missing
Parts of Application, Filing Date Granted” (i.e. two months
from the filing date of the application or one month from the
mail date of the Notice, both with an additional four months
available under 37 CFR 1.136(a) and possibly additional time
under 37 CFR 1.136(b). Failure to timely execute the applica-
tion as originally filed or to timely file the petition will result in
abandonment of the application with revival possible only
under 37 CFR 1.137(z) upon a showing of unavoidable delay
(and not 37 CFR 1.137(b) unintentional abandonment). The
petition, although decided by the Special Program Unit, should
be mailed to the Special Handling Unit of Application Division
to be matched up with the application.

Example

Application filed naming A+B under 37 CFR 1.53(b) with-
out an executed declaration under 37 CFR 1.63. Claims 1 and
2 are present. B has contributed only to claim 2.

B refuses to execute declaration under §1.63.

Cancellation of claim 2 by preliminary amendment, submis-
sion of an executed declaration under 37 CFR 1.63 by A only
and a petition under 37 CFR 1.48(b) to delete B in response to
the “Notice to File Missing Parts of Application” will result in
abandonment of the application. The application as filed must
be executed. 37 CFR 1.48(b) is only applicable when prosecu-
tion (on the merits) results in canceled claims.

Apetition under 37 CFR 1.47 on behalf of B or refiling of the
application with only claim 1 and naming only A are available
remedies.

Declarations under 37 CFR 1.63 by the original named in-
ventors should not be executed or submitted merely to timely
complete filing requirements in response to a “Notice to File
Missing Parts of Application™ where an error in inventorship
has been discovered or signed by someone who cannot properly
make the averments therein. Additional tiree to respond to the
Notice with an appropriate petition under 37 CFR 1.48(b) to
correct inventorship is available under 37 CFR 1.136(a) and
possibly under 37 CFR 1.136(b).

Applications that are originally filed under 37 CFR 1.53(b)
with “et al” as part of the inventive entity (e.g., Jones et al) have
not named all the inventors as is required to obtain a filing date
(37 CFR 1.41(a)). A petition under 37 CFR 1.48(a) to change
inventorship (e.g., Jones + Smith) is not appropriate. The
application as originally filed was incomplete and a notice to
that effect will be sent by the Application Division. Applicants
may simply respond to that Notice by supplying each inventor’s
name to obtain a filing date as of the date of receipt by the Patent
and Trademark Office of that response or may petition to the
Office of the Assistant Commissioner for Patents under 37 CFR
1.183 to waive the requirement of 37 CFR 1.53 and 1.41 thatall
inventors be named upon filing.
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Verified Statement of Facts

37 CFR 1.48(a) requires a verified statement of facts from
each original named inventor. Verification must be accom-
plished by an oath (such as by a notary) or a declaration which
refers to and incorporates the language of either 37 CFR 1.68 or
28 US.C. 1746 (MPEP § 602). Statements from others includ-
ing aregistered United States patent attorney or agent need only
be over the attorney’s or agent’s signature. Any statement from
aforeign attorney or agent not registered before the U.S. Patent
and Trademark Office must be verified.

Where a similar inventorship error has occurred in more
than one application for which correction is requested (e.g.,
parentand continuation thereof) wherein petitioner seeks torely
on identical verified statements of facts and exhibits, only one
original set need be supplied if copies are submitted in all other
applications with a reference to the application containing the
originais (original oaths or declarations under 37 CFR 1.63 and
written consent of assignees along with separate petition fees
must be_ filed in each application).

On very infrequent occasions the requirements of 37 CFR
1.48(a) have been waived upon the filing of a petition and fee
under 37 CFR 1.183 (along with the petition and fee under 37
CFR 1.48(a)) to permit the filing of a verified statement of facts
by less than all the original named inventors. fn re Cooper, 230
USPQ 638, 639 (Deputy. Assist. Comr, Pats. 1986). However,
such a waiver will not be considered unless the facts of record
unequivocally support the correction sought, In re Hardee, 223
USPQ1122, 1123 (Comr. Pats. 1984). As 37 CFR 1.48(a) is
intended as a simple procedural remedy and does not represent
asubstantive determination as to inventorship, issues relating to
the inventors’ or alleged inventors’ actual contributions to
conception and reduction to practice are not appropriate for
considerations in determining whether the record unequivo-
cally supports the correction sought.

Where the named inventors would have no knowledge of
how the error occurred and the nature of the error indicates what
the correct inventive entity should have been, such as a clerical
error made in the patent attorney ’s or agent’s office in transcrib-
ing instructions from a client, waiver under 37 CFR 1.183 would
be appropriate if accompanied by a verified statement by the
parties with first hand knowledge of how the error occurred and
any supporting evidence. A statement from the original named
inventors stating that they have no knowledge of how the error
occurred and that they agree with the requested correction may
also be required.

In those situations where an original named inventor refuses
to submit a statement supporting the addition or deletion of an-
other inventor and that original named inventor has assigned his
or her entire right or interest to an assignee who has given its
consent to the requested correction, waiver would be appropri-
ate upon a showing of such refusal and assignment if the Patent
and Trademark Office has issued a filing receipt. Waiver would
not be granted if the application had not had a filing receipt
issued because all the inventors have not signed an oath or
declatation. Where no assignment has been executed by the
inventors, or if deletion of the refusing iaventor is requested
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waiver will >not< be granted absentunequivocal support for the
correction sought.

Absent waiver where an original named inventor refuses to
file a statement, an available remedy is to refile the application
naming the correct inventive entity. A petition under 37 CFR
1.48(a) would not then be required in the newly filed application
as no comection would be needed. Benefit of the parent
application’s filing date would be available under 35U.S.C. 120
provided there is at least one inventor overlap between the two
applications. (Note: a sole to sole correction would not obtain
benefit under 35 U.S.C. 120.) Where the desired correction is
deletion of an inventor the application may be refiled under the
provisions of 37 CFR 1.60 and 37 CFR 1.62 as an alternative to
filing under 37 CFR 1.53 and 35 U.S.C. 111 where the parent
application is a complete application under 37 CFR 1.51(a)(2)
including the grant of any petition under 37 CFR 1.47 (usually
not the case with initial filings under 37 CFR 1.53(b)). For ad-
dition of an inventor the application mustbe filed under 37 CFR
1.53 and 35 U.S.C. 111.

Oath or Declaration

An oath or declaration under 37 CFR 1.63 by each actual
inventor must be presented. While each inventor need not
execute the same oath or declaration, each oath or declaration
executed by an inventor must contain a complete listing of all
inventors so as to clearly indicate what each inventor believes to
be the appropriate inventive entity.

37 CFR 1.47 is available to meet the above requirement as
forexample where A, B and C were originally named and D who
refuses to cooperate istobe added. The verified statementsneed
be supplied only by A, B and C. In those instances wherein
petitions under 37 CFR 1.48(a) and 1.47 have beenfiled prior to
issuance of the filing receipt, the Patent and Trademark Office
will first issue a decision on the petition under 37 CFR 1.48(a)
so as to determine the appropriate oath or declaration under 37
CFR 1.63 required for the petition under 37 CFR 1.47.

The oath or declaration submitted subsequent to the filing
date of an application filed under 37 CFR 1.53(b) must clearly
identify the previously filed specification it is intended to
execute, see MPEP § 601.01. Where a specification is attached
to the oath or declaration the oath or declaration must be accom-
panied by a statement that the attached specification is a copy of
the specification and any amendments thereto which were filed
in the Office in order 1o obtain a filing date for the application.
Such statement must be a verified statement if made by a person
not registered to practice before the Office.

Fee

Where waiver under 37 CFR 1,183 is requested in relation
to arequirement under 37 CFR 1.48(a) petition fees under both
37 CFR 1.48(a) and 1.183 are required.

Where a similar error has occurred in more than one appli-
cation a separate petition fee must be submitted in each applica-
tion in which correction is requested.

If the petition fee has not been submitted or authorized the
petition will be dismissed and arejection under 35U.S.C. 102(f)
or (g) considered.
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Written Consent of Assignee

The written consent of every existing assignee must be sub-
mitted. 37 CFR 1.48(a) does not limit assignees to those who are
recorded in the Patent and Trademark Office records. The
Office employee deciding the petition should check the file
record for any indication of the existence of an assignee (e.g.,a
small entity statement from an assignee.)

Where no assignee exists petitioner should affirmatively
state that fact. If the file record including the petition is silent as
to the existence of an assignee it will be presumed that no
assignee exists. Such presumption should be set forth in the
decision to alert petitioners to the requirement.

The title of the party signing on behalf of a corporate
assignee and the authority to do so should be set forth in the
written consent.

Continuing Applications

On filing a continuing application under 37 CFR 1.60 or
1.62, it should not be assumed that an error ininventorship made
in a parent application was in fact corrected therein in response

“to a petition under 37 CFR 1.48(a) unless a decision from the
Patent and Trademark Office to that effect was received by
petitioner. For example, a petition to add an inventor to a parent
application that was not acted on (e.g., filed after final rejection)
or was denied will cause the filing of a 37 CFR 1.60 or 1.62
application to be improper if an additional inventor is named. A

_continuing application naming the additional inventor can be
filed under 37 CFR 1.53 and 35 U.S.C. 111 with a request for

Tpriority under 35 U.S.C. 120 without the need for a decision on
the petition,

Should an error in inventorship in a parent application be
discovered when preparing to file a continuing application, the
continuing application may be filed with the correct inventive
entity without the need forapetition under 37 CFR 1.48(a) in the
parentor continuing application provided the parentapplication
is to be abandoned on filing the continuing application. The
continuing application must be diligently filed either under 35
U.S.C. 111 orunder 37 CFR 1.60 or 1.62 where inventors are not
to be added and where the parent application is a complete
application under 37 CFR 1.51(a) and any petition under 37
CFR 1.47 has been granted. The continuing application may be
filed under 37 CFR 1.60 and 1.62 where inventors are to be
added provided a petition under 37 CFR 1.48(a) is submitted in
the continuing application on the day the application is filed
(later submission of the petition will cause an improper filing)
and when the parent application is a complete application under
37 CFR 1.51(a).. However, since a new oath or declaration
would be required, it is preferred to file a newly executed
continuing application under 37 CFR 1.53 with the correct in-
ventors. In such a case, no petition under 37 CFR 1.48 would be
required in the continuing application.

An inventorship error discovered while prosecuting a con-
tinuing application that occurred in both an abandoned parent
application and the continuing application can be corrected in
both applications by filing a single petition in the continuing
application (e.g., A + B named in parent, B + C named in
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continuing application, actual inventorship is C +D thereby
eliminating inventorship overlap and resulting loss of pricrity
claim under 35 U.S.C. 120 if erroris not corrected in abandoned
parent application as well as in continuation application).

§ 2.13 Correction of Inventorship under 37 CFR 1.48(a), Insufficient

The petition to correct the inventorship of this epplicationunder 37
CFR 1.48(a) is deficient because [1]

Examiner Note:
1.This peragraph should only be used in response to requests 1o
correct an error in the naming of the proper inventors. If the request is
merely to delete an inventor becanse claims were canceled or amended
such that the deleted inventor is no longer an actual inventor of any
claim in the application, use paragraph 2.13.1 instead of this paragraph.
2. A primary examiner may not decide the petition ift
() the petition is also accompanied by a petition under 37 CFR
1.183 requesting waiver of one of the requirements explicity set forth
in 37 CFR 1.48(2) (typically a refusal of one of the original named
inventors to execute the required statement of facts) - the petition for
correction of inventorship and request for waiver of the rules should be
forwarded to the Supervisory Petitions Examiner in the Office of the
Deputy Assistant Commissioner for Patents; or
(b) it represents an attempt to effect a second conversion under
37 CFR 1.48(a) - the second attempt must be returned to the group
director
3. Insert one or more of the following reasons in the bracket:
“the statement of facts by the originally named inventor or
inventors is insufficient.” (explanationrequired, e.g., the statement
of facts fails to explainhow the inventorship error occurred in view
of the review of the specification including the claims and under-
standing thereof by the original named inventors when executing
the oath or declaration under 37 CFR 1.63, which is set forth
therein);
“an oath or declaration by each actual inventor or inventors has
not been submitted™;
“it lacks the required fee under 37 CFR 1.17(h)";
“jt lacks the written consent of any assignee';
“the amendment has not been diligently filed” {(explanation
required).

§2.13.1 Correctionaof Inventorship under 37 CFR 1 48(b), Insufficieds

The petition requesting the deletion of an inventor in this applica-
tion under 37 CFR 1.48(b) is deficient because [1]

Examiner Note:

1.This paragraph should only be used when the inventorship was
previously correct but an inventor is being deleted because claims have
been amended or canceled such that he or she is no longer en inventor
of any remaining claim in the application. If the inventorship is being
corrected because of an error in naming the correct inventors, use
paragraph 2.13 instead of this paragraph.

Potential rejections

- Arejectionunder35 U.S.C. 102(f) or (g) must be considered if the
petition is denied.

- The grant or denial of the petition may result in the loss of inven-
torship overlap between a parent application and a continuing applica-
tion and an inability to claim benefitin the continuing application of the
parent applications filing date under 35 U.S.C. 120. Intervening refer-
ences must then be considered.
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2.Insert one or more of the following reasons in the bracket:
“the petition has not been diligently filed” (explanation re-
quired).;
“the petition lacks the statement required under 37 CFR
1.48(XD"™
*“it lacks the required fee under 37 CFR 1.17(h)".

§2.13.2 Correction of Inventorship under 37 CER 1 48(c), Insufficient

The petition to correct the inventorship in this application under 37
CFR 1.48(c) requesting addition of an inventor(s) is deficient because
(11

Examiner Note:
See paragraph 2.13

§ 2.14 Correction of Inventorship Sufficient

In view of the papers filed [1], it has been found that this applica-
tion, as filed, through error and without any deceptive intent, improp-
erly set forth the inventorship, and accordingly, this application has
been corrected in compliance with 37 CFR 1.48. The inventorship of
this application has been changed by [2].

Examiner Note:
In bzacket 2, insert explanation of correction made, including ad-
dition or deletion of appropriate names.

For correction of inventorship in a patent, see 37 CFR 1.324,

e 37 CFR 1.48(b)

37 CFR 1.48(b) provides for deleting the names of persons
originally properly inciuded as inventors, but whose invention
is no longer being claimed in the application. Such a situation
would arise where claims have been amended or deleted be-
cause they are unpatentable or as a result of a requirement for
restriction of the application to one invention, or for other
reasons. A petition under 37 CFR 1.48(b) to delete an inventor
would be appropriate prior to an action by the examining group
where it is decided not to pursue particular aspects of an
invention attributable to some of the original named inventors.
However, a petition under 37 CFR 1.48(b) is not an available
means to avoid execution of the application as originally filed
vnder 37 CFR 1.53(b) situations. Public Law 98-622 and 37
CFR 1.48(b) change the result reached in Ex parte Lyon, 146
USPQ 222, 1965 C. D. 362 (Bd. App. 1964). 37 CFR 1.48(b)
requires only a petition and fee with the petition including a
statement identifying each named inventor who is being deleted
and acknowledging that the inventor’s invention is no longer
being claimed in the application. The amendment would have to
be diligently made under 37 CFR 1.48(b). The statement may be
signed by applicant’s registered attorney or agent who then
takes full responsibility for ensuring that the inventor is not
being improperly deleted from the application.

37 CFR 1.48(c)

3%CFR 1.48(c) provides for the situation where an applica-
tion discloses unclaimed subject matter by an inventor or
Rev. 11, Apr. 1989
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inventors not named in the application as filed. In such a
situation, the application may be amended pursuant to 37 CFR
1.48(a) 10 add claims to the subject matter and also to name the
correctinventors for the application., The claims wouldbe added
by anamendmentand, in addition, anamendment pursuant to 37
CFR 1.48(a) would be required to correct the inventors named
in the application. Any claims added to the application must be
supported by the disclosure as filed and cannot add new matter.<

201.04 Parent Application

The term “parent” is applied to an earlier application of an
inventor disclosing a given invention. Such invention may or
may not be claimed in the first application. Benefit of the filing
date of copending parent application may be claimed under 35
U.S.C. 120.

201.04(a) Original Application

“Original” is used in the patent statute and rules to refer to
an application which is not a reissue application. An original
application may be a “first” filing or a continuing application.

201.05 Reissue Application

Avreissue application is an application for a patent to take the
place of an unexpired patent that is defective in some one or
more particulars. A detailed treatment of reissues will be found
in chapter 1400.

201.06 Division Application [R-11]

A Iater application for a distinct or independent invention,
carved out of a pending application and disclosing and claiming
only subject matter disclosed in the earlier or parent application,
is known as a divisional application or “division”. >It may be
filed pursuant t0 37 CFR 1.53, 1.60 or 1.62.< Both must >have
at least one common<** applicant. ** The divisional applica-
tion should set forth only that portion of the earlier disclosure
which is germane to the invention as claimed in the divisional
application.

In the interest of expediting the processing of newly filed
divisional applications, filed as a result of a restriction require-
ment, applicants are requested to include the appropriate Patent
and Trademark Office classification of the divisional applica-
tion and the status and location of the parent application, on the
papers submitted. The appropriate classification for the divi-
sional application may be found in the Office communication of
the parent case wherein the requirement was made. It is sug-
gested that this classification designation be placed in the upper
right hand corner of the letter of transmittal accompanying these
divisional applications.

Use Form Paragraph 2.01 to remind applicant of possible
division status.
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§ 2.01 Definition of division

This spplication appears to be a division of application Serial No.
[1] filed [2]. A later application for a distinct or independent invention,
carved out of a pending application and disclosing and claiming only
subject matter disclosed in the earlier or parent application, is known
as a divisional application or “division”. The divisional application
should set forth only that portion of the earlier disclosure which is
germane to the invention as claimed in the divisional application.

Examiner Note:
{1] In bracket 1, insert the serial No. of parent application.
[2] In bracket 2, insert the filing date of parent application.

A design application >may<** be considered to be a divi-
sion of a utility application, and is * entitled to the filing date
thereof >if<** the drawings of the earlier filed utility applica-
tion show the same article as that in the design application
>sufficiently to comply with 35 U.S.C. 112, first paragraph.
However, sucha divisional design application may only be filed
under the procedure set forth in 37 CFR 1.53, not under 37 CFR
1.60 or 1.62. See MPEP § 1504.20.< **
< While a divisional application may depart from the phrase-
ology used in the parent case there may be no departure
therefrom in substance or variation in the disclosure that would
amount to “new matter” if introduced by amendment into the
parent case. Compare >SMPEP< §§ 201.08 and 201.11.

*¥ For notation to be put on the file wrapper by the examiner
in the case of a divisional application see >MPEP< § 202.02.

1201.06(a) Division-Continuation Program
[R-11]

37 CFR 1.60. Continuation or divisional application for invention
disclosed in a prior application

>(a)< A continuation or divisional application (filed under the con-
ditions specified in 35 U.S.C. 120 or 121 >and § 1.78(a)<), >naming as
inventors the same or less than all the inventors named in the prior
application and< which discloses and claims only subject matter
disclosed in a prior application may be filed as a separate application
before the patenting or-abandonment of or termination of proceedings
on the prior application.

>(b) An applicant may omit signing of the oath or declaration in a
continuation or divisional application if (1) the prior application was a
complete application as set forthinin § 1.51(a), (2) applicant files atrue
copy of the prior complete application as filed including the specifica-
tion (including claims), drawings, oath or declaration showing the
signature or an indication it was signed, and any amendments referred
to in the oath or declaration filed to complete the prior application, and
(3) the inventors named in the continuation or divisional application are
the same or less than all the inventors named in the prior application.
The copy of the prior application must be< accompanied by a statement
*¥ that the application papers >filed are<* a true copy of the prior
application >and that no amendments referred to in the oath or
declaration filed to complete the prior application introduced new
matter therein<, Such statement must be >by the applicant or applicant’s
attorney or agent and must be< a verified statement if made by a person
notregistered to practice before the Patent and Trademark Office. Only
amendrments reducing the number of claims or adding areferenceto the
prigr application (§ 1.78(a)) will be entered before calculating the filing
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fee and granting of the filing date. >If the continuation or divisional
application is filed by less than all the inventors named in the prior
application a statement must accompany the application when filed
requesting deletion of the names of the person or persons who are not
inventors of the invention being claimed in the continuation or divi-
sional application.<

>37 CFR<* 1.60 PRACTICE

The >37 CFR< 1.60 practice was developed to provide a
procedure for filing a continuation or divisional application
where hardships existed in obtaining the signature of the inven-
tor on such an application during the pendency of the prior
application. It is suggested that the use of the >37 CFR< 1.60
practice be limited to such instances in view of the additional
work required by the Office to enter preliminary amendments.
>If no hardship exists in obtaining the signature of the inventor,
the application should be filed under 37 CFR 1.53, not under 37
CFR 1.60. It is pointed out that a continuation or divisional
application may be filed under 37 CFR 1.53, 1.60 or 1.62.<

>37 CFR<* 1.60 practice permits persons having authority
to prosecute a prior copending application to file a continuation
or divisional application without requiring the inventor to again
execute an oath or declaration under 35 U.S.C. 115, if the
continuation or divisional application is an exact copy of the
prior application as executed and filed. It is not necessary tofile
anew oath or declaration which incindes a reference to the non-
filing of an application for an inventor’s certificate in>37 CFR<
1.60 applications filed after May 1, 1975. Likewise, it is not
necessary to have the inventor sign a new oath or declaration
merely to include a reference to the duty of disclosure if the
parent application was filed prior to January 1, 1978 or w0
indicate that the inventor has reviewed and understands the
contents of the application if the parent application was filed
prior to October 1, 1983. Where the immediate prior application
was not signed (for example, where it was filed under the former
>37 CFR< 1.147 or current >37 CFR< 1.60 or >37 CFR< 1.62
practice), a copy of the most recent application having a signed
oath or declaration in the chain of copending prior applications
under 35 U.S.C. 120 must be used.

The basic conceptof >37 CFR< 1.60 practice isthat since the
inventor has already made the affirmation required by 35U.S.C.
115, it is not necessary to make another affirmation in a later
application that discloses and claims only the same subject
matter. It is for this reason that a >37 CFR< 1.60 application
must be an exact duplicate of an earlier application executed by
the inventor. It is permissible to retype pages 1o provide clean
copies.

>37 CFR<* 1.60 APPLICATION CONTENT
7

As mentioned previously, a >37 CFR< 1.60 application
must consist of a copy of an executed application as filed (speci-
fication, claims, drawings and oath or declaration). The use of
transmittal form 3.54 is urged since it acts as a checklist for both
applicant and the Office. >If an application is filed under 37
CFR 1.60, all requirements of that rule must be met.<

Rev. 11, Apr. 1989




201.06(a)

Although a copy of all original claims in the prior applica-
tion must appear in the >37 CFR< 1.60 application, some of the
claims may be canceled by request in the >37 CFR< 1,60
application in order to reduce the filing fee >,however, one
original mustremain at the time of granting the filing date< (see
form 3.54, item >6<*), Any preliminary amendment presenting
additional claims (claims not in the prior application as filed)
should accompany the request for filing an application under
>37 CFR< 1.60, but such an amendment will not be entered until
after the filing date has been granted. Any claims added by
amendment should be numbered consecutively beginning with
the number next following the highest numbered original claim
in the prior executed application. Amendments made in the
prior application do not carry over into the >37 CFR< 1.60
application. Any preliminary amendment should accompany
the >37 CFR< 1.60 application and be directed to “the accom-
panying >37 CFR< 1.60 application” and not to the prior
application,

All application copies must comply with 37 CFR 1.52 and
must be on paper which permits entry of amendments thereon in
ink.

>A copy<* of the application must be prepared and submit-
ted by the applicant, or his >or her< attorney or agent, and
>include a statement that it is a true copy<**. The copy of the
oath or declaration need not show a copy of the inventor’s or
notary’s signature provided that all other data is shown and an
indication is made >on the oath or declaration< that the oath or
declaration has been signed. >For example, if the inventor’s or
notary’s signature is not shown on the copy of the oath or
declaration, the notation “/s/” may be added to the copy of the

oath or declaration on the line provided for the signature to

indicate that the original oath or declaration was signed.<

In order to obtain a filing date under >37 CFR< 1.60 a copy
of all pages of the appilication, including description, claims,
any drawings and oath or declaration, are required to be submit-
" ted. If all pages are not submitted, remedy is by way of petition
under >37 CFR< 1.183 and payment of the fee under »37 CFR<
1.17(h).

Claims for priority rights under 35 U.S.C. 119 must be made
in>37CFR< 1.60 applications if it is desired to have the foreign
priority data appear on the issued patent. /n re Van Esdonk, 187
USPQ 671 (Comm’r Pat. 1975). Reference should be made to
certified copies filed in a prior application if reliance thereon is
made.

If the claims presented by amendment in a >37 CFR< 1.60
application are directed to matter shown and described in the
priorapplicationbutnot substantially embraced in the statement
of invention or claims originally presented, the applicant should
file a supplemental oath or declaration under >37 CFR< 1.67 as
promptly as possible.

In view of the fact that >37 CFR< 1.60 applications are
limited to continuations and divisions, no new matter may be in-
troduced in a >37 CFR< 1.60 application, 35 U.S.C. 132.

A statement to the effect that the ** submitted copy >is be-
lieved< to be a true copy of the prior application as filed to the
bestf his or her information and belief is a sufficient *, if an
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explanation is made as to why the statement must be based only
on belief,

If the inventorship shown on the original oath or declaration
has been changed and approved during the prosecution of the
prior application, the »37 CFR«< 1.60 application papers must
indicate such a change has been made >by providing a copy of
the petition for correction of inventorship under 37 CFR 148.<
and approved in order that the changed inventorship may be in-
dicatcd in the 37 CFR« 1.60 application. The>37 CFR< 1.60
application papers should alsc include any additions or changes
in an inventor’s citizenship, residence or post office address
made and approved in the prior application.

If small entity status has been established in a parent appli-
cation, it is not necessary to again file a verified statement under
>37 CFR< 1.27 if the small entity status is desired in a »37
CFR« 1.60 application. The >37 CFR< 1.60 application must
however include a reference to the verified statement in the
parent application if the small entity, status is still proper and
desired (37 CFR 1.28(a)).

>If the parent application was filed by other than the inven-
tor under 37 CFR 1.47,a copy of the petition under 37 CFR 1.47
must also be filed.<

FORMAIL DRAWINGS REQUIRED

Formal drawings are required in >37 CFR< 1.60 applica-
tions as in other applications. Transfer of drawings from aban-
doned applications is permitted. >However, arequest to transfer
drawings from a prior application does not relieve the applicant
from the obligation tofilea copy of the drawings originally filed
in the prior application.< If informal drawings are filed with the
application papers, >the examiner should< use Form Paragraph
2.02 for formal drawing requirement.

§ 2.02 37 CFR 1.60 Drawing Requirement

This application, filed under 37 CFR 1.60, lacks formal drawings.
The informal drawings filed in this application are acceptable for ex-
amination purposes. When the application is allowed, applicant willbe
required either to submit new formal drawings or to request transfer of
the formal drawings from the abandoned parent application.

Any drawing corrections requested but not made in the prior
application should be repeated in the >37 CFR< 1.60 applica-
tion if such changes are still desired. If the drawings were
changed during the prosecution of the prior application, such
drawings may be transferred, however, a copy of the drawings
as originally filed must be included in the >37 CFR< 1.60
application papers to indicate the original content.

Use Form Paragraph 2.04 for instructions toapplicant where
drawing corrections have been requested in the parent applica-
tion.

§ 2.04 Correction of Drawings in 37 CFR 1.60 Cases

The drawings in this application are objected to by the Draftsman
as informal. Any drawing corrections requested but not made in the
prior application should be repeated in this application if such changes
are still desired. If the drawings were changed during the prosecution
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of the prior application, such drawings may be transferred. However,
a copy of the drawings as originally filed must be included in the 37
CFR 1.60 application papers to indicate the original content.

Examiner Note:
Use form paragraphs 6.39 and 6.40 with this paragraph,

COPIES OF AFFIDAVITS

Affidavits and declarations, such as those under >37 CFR«
1.131 and 1.132 filed during the prosecution of the prior
application donot automatically become apart of the »37CFR<
1.60 application. Where it is desired to rely on an earlier filed
affidavit, the applicant should make »such<* remarks of record
in the »37 CFR< 1.60 application and include a copy of the
original affidavit filed in the prior application.

Use Form Paragraph 2.03 for instructions to applicant con-
cerning affidavits and declarations in the parent application.

§ 2.03 Affidavits and Declarations in Parent Application
Applicant refers to an affidavit filed in the parent application. Af-
fidavits and declarations, such as those under 37 CFR 1.131 and 37
- *CFR 1.132, filed during the prosecution of the parent application do not
automatically become a part of this application. Where it is desired to
rely on an earlier filed affidavit, the applicantshould make the remarks
-of record in the later application and include a copy of the original
“affidavit filed in the parent application.

ABANDONMENT OF THE PRIOR APPLICATION

"~ Under >37 CFR< 1.60 practice the prior application is not

~automatically abandoned upon filing of the 37 CFR< 1.60
application. If the prior application is to be expressly aban-
doned, such a paper must be signed >in accordance with 37
CFR<** 1,138. A registered attorney or agent not of record
acting in arepresentative capacity under »37 CFR < 1.34(a) may
also expressly abandon a prior application as of the filing date
granted to a continuing application when filing such a continu-
ing application.
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If the prior application which is to be expressly abandoned
has a notice of allowance issued therein, the prior application
can become abandoned by the nonpayment of the issue fee.
However, once an issue fee has been paid in the prior applica-
tion, even if the payment occurs foliowing the filing of a
continuation application under >37 CFR< 1.60, a petition to
withdraw the prior application from issue must be filed before
the prior application can be abandoned ( >37 CFR< 1.313). The
checking of box 8 on form 3.54 is not sufficient to expressly
abandort an application having a notice of allowance issued
therein and the issue fee submitted (see >MPEP< § 608.02()).

If the prior application which is to be expressly abandoned
is before the Board of >Patente Appeals »and<* Interferences,
a separate notice should be forwarded by the applicant to such
Board, giving notice thereof.

After a decision by the CAFC in which the rejection of all
claims is affirmed, proceedings are terminated on the date of
receiptof the Court’s certified copy of the decision by the Patent
and Trademark Office, Continental Can Company,Inc.,etal. v.
Schuyler 168 USPQ 625 (D.C.D.C. 1970). See >MPEP< §
1216.01.

EXAMINATION

The practice relating to making first action rejections final
applies also to »37 CFR< 1.60 applications, see >MPEP< §
706.07(b). ,

Any preliminary amendment filed with a >37 CFR< 1.60
application which is to be entered after granting of the filing date
should be entered by the clerical personnel of the examining
group where the application is finally assigned to be examined.
Accordingly, these applications should be classified and as-
signed to the proper examining group by taking into considera-
tion the claims that will be before the examiner upon eniry of
such a preliminary amendment.

If the examiner finds that a filing date has been granted er-
roneously because the application was incomplete, the applica-
tion should be returned to the Application Division via the
Office of the Assistant Commissioner for Patents.
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Form 3.54 is designed as an aid for use by both applicant and the Patent and Trademark Office and should simplify filing and
processing of applications under 37 CFR 1.60,

Form 3.54 Division-continuation program application transmittal form. 37 CFR 1.60

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
Docket No.
Anticipated Classification of this application:
Class Subclass
Prior application:
Examiner
Axt Unit

THE COMMISSIONER OF PATENTS AND TRADEMARKS
WASHINGTON, D.C. 20231.

SIR: This is a request for filing a [] continuation [“Jdivisional application under 37 CFR 1.60, of pendmg prior application serial no. .........
filed on (date) Of orcirimererieenecacscnnns “es y of record to price upplication)
for. (title of i

1. [ Enclosed is a complete copy of the prior application including the oath or declaration as originally filed and an affidavit or declaration
verifying it as a true copy. (See items 8 and 9 for drawing requirements.)
2. [0 A verified statement to establish small entity status under 37 CFR 1.9 and 1.27
[ is enclosed
[0 was filed in the prior application and such status is still proper and desired (37 CFR 1.28(a)).
3. [J The filing fee is calculated below:

CLAIMS AS FILED IN THE PRIOR APPLICATION LESS ANY CLAIMS CANCELED BY AMENDMENT BELOW

Fee for small entity OR Fee for other than small entity
- Fee Wo. filed {No. extra Rate Fee Rate Fee
Basic fee $170 OR $340
Total claims -20 = *) X 6= $ OR 1 x12= 3
Independent. claims -3= *) x18=] § OR | x36= $
Multiple Dependent Claim Presented +60=| $ OR | +120= $
Total $ OR | Total $

* If the difference in Column 1 is less than zero, enter “0” in Column 2.

4. [0 TheCommissioner is hereby authorized to charge any fees which may be required, or credit any overpayment 0 Account No. ..ouevcecenene
A duplicate copy of this sheet is enclosed.
5. O A check in the amount of §........ is enclosed.
6. [ Cancel in this application original claims .......... of the prior application before calculating the filing fee. (At least one original
independent claim must be retained for filing purposes.)
7. O Amend the specification by inserting before the first line of the sentence: — this is a
[J continuation,

[ division,
m of application serial no. , filed
8. Transfer the drawings from the prior application to this application and abandon said prior application as of the filing date accorded this

application. A duplicate copy of this sheet is enclosed for filing in the prior application file. (May only be used if signed by person*
authorized by 37 CFR 1.138 and before payment of base issue fee.)

9. [ New formal drawings are enclosed.

10. [] Priority of application serial no. ............. filed on.......... in (country) is claimed under 35 U.S.C. 119.
The certified copy has been filed in prior application serial no. ......... , filed

11. O The prior application is assigned of record to

12. [] The power of attomey in the prior application is to

(name, registration number, and eddresy)
a. [] The power appears in the original papers in the prior application.
b. [] Since the power does not appear in the original papers, a copy of the power in the prior application is enclosed.
¢. [F] Address all future cOMmMUnIiCAtions tO «..vwmmsssrsereesss (May only be completed by applicant, or attorney or agent of record.)
13. 7 -A preliminary amendment is enclosed. (Claims added by this amendment have been properly numbered consecutively beginning with
“vthe number next following the highest numbered original claim in the prior application.)
14. [ Ihereby verify that the attached papers are a true copy of prior application serial N0, ..vseesesirenee as originally filed on ............
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